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DETAILED ACTION 



Claim Rejections - 35 USC § 102 



1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1*4, 8-11, 13-14, 15-16, and 18 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Kanno (US Patent No. 6,672,283). 

Kanno discloses an internal combustion engine (32) for an outboard motor (30) 
comprising an engine body (124) having at least an outer surface that defines an outer 
area next to thereto, an output shaft (118) extending generally vertically through the 
engine body, an air intake system (126, 128, 130, 140, 144) arranged to deliver air to a 
combustion chamber (110) of the engine, the air intake system having an intake valve 
(134) movable between a closed position at which the air is not allowed to move to the 
combustion chamber and an open position at which the air is allowed to move to the 
combustion chamber, an exhaust system arranged to route exhaust gases in the 
combustion chamber to an external location of the engine, the exhaust system having 
an exhaust valve movable between a closed position at which the exhaust gases are 
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not allowed to move to the external location and an open position at which the exhaust 
gases are allowed to move to the external location (See Col. 10, line 19 through line 
47), at least one camshaft (172, 174) actuating the intake valve or the exhaust valve, 
the camshaft extending generally vertically through the engine body and toward the 
outer area beyond the outer surface, a drive mechanism (186) arranged to drive the 
camshaft, at least a portion of the drive mechanism being disposed in the outer area, a 
hydraulically operated change mechanism (240) arranged to change an angular position 
of the camshaft relative to the output shaft, and a control valve unit (246, 314) 
configured to control the change mechanism, the control valve unit at least in part being 
disposed within the outer area (See Figs. 2-5, 7, and 9); wherein the control valve unit is 
positioned generally at the same level as the drive mechanism from the outer surface; 
wherein the drive mechanism comprises a flexible transmitter (194) extends around the 
output shaft and the camshaft such that the output shaft drives the camshaft through the 
transmitter, the control valve unit is positioned generally at the same level as the 
transmitter; wherein the transmitter forms a loop, the control valve unit is disposed out 
of the loop (See Figs. 3-4); the said engine additionally comprising a fluid passage 
through which a hydraulic working fluid moves between the control valve unit and the 
change mechanism, the engine body having a member (108) defining the outer surface, 
the member internally forms at least a portion of the fluid passage (See Figs. 7, and 9); 
wherein the camshaft actuates the intake valve; wherein the engine powers a marine 
propulsion device (222, 232, 226, 228); wherein the outer surface is a top surface of the 
engine body, and the outer area is a top area that extends generally above the top 
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surface; wherein the control valve unit comprises a spool valve (314) that has a 
longitudinal axis that extends generally horizontally along the outer surface. 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

3. Claims 1-4, 8-11, 13-14, 15-16, and 18 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Katayama (US Patent No. 6,708,659). 

Katayama discloses an internal combustion engine (32) for an outboard motor 
(30) comprising an engine body (124) having at least an outer surface that defines an 
outer area next to thereto, an output shaft (118) extending generally vertically through 
the engine body, an air intake system (126, 128, 130, 140, 144) arranged to deliver air 
to a combustion chamber (110) of the engine, the air intake system having an intake 
valve (134) movable between a closed position at which the air is not allowed to move 
to the combustion chamber and an open position at which the air is allowed to move to 
the combustion chamber, an exhaust system arranged to route exhaust gases in the 
combustion chamber to an external location of the engine, the exhaust system (See Fig. 
9) having an exhaust valve (156) movable between a closed position at which the 
exhaust gases are not allowed to move to the external location and an open position at 
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which the exhaust gases are allowed to move to the external location, at least one 
camshaft (172, 174) actuating the intake valve or the exhaust valve, the camshaft 
extending generally vertically through the engine body and toward the outer area 
beyond the outer surface, a drive mechanism (186) arranged to drive the camshaft, at 
least a portion of the drive mechanism being disposed in the outer area, a hydraulically 
operated change mechanism (240) arranged to change an angular position of the 
camshaft relative to the output shaft, and a control valve unit (246, 314) configured to 
control the change mechanism, the control valve unit at least in part being disposed 
within the outer area (See Figs. 2-6, and 8); wherein the control valve unit is positioned 
generally at the same level as the drive mechanism from the outer surface; wherein the 
drive mechanism comprises a flexible transmitter (194) extends around the output shaft 
and the camshaft such that the output shaft drives the camshaft through the transmitter, 
the control valve unit is positioned generally at the same level as the transmitter; 
wherein the transmitter forms a loop, the control valve unit is disposed out of the loop 
(See Figs. 3-4); the said engine additionally comprising a fluid passage through which a 
hydraulic working fluid moves between the control valve unit and the change 
mechanism, the engine body having a member (108) defining the outer surface, the 
member internally forms at least a portion of the fluid passage (See Figs. 6, and 8); 
wherein the camshaft actuates the intake valve; wherein the engine powers a marine 
propulsion device (222, 232, 226, 228); wherein the outer surface is a top surface of the 
engine body, and the outer area is a top area that extends generally above the top 
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surface; wherein the control valve unit comprises a spool valve (314) that has a 
longitudinal axis that extends generally horizontally along the outer surface. 

The applied reference has a common assignee and a common inventor with the 
instant application. Based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) 
might be overcome either by a showing under 37 CFR 1 .132 that any invention 
disclosed but not claimed in the reference was derived from the inventor of this 
application and is thus not the invention "by another," or by an appropriate showing 
under 37 CFR 1.131. 

4. Claims 1-4, 8-11, 13-14, 15-16, and 18 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Fukuda et al. (US Patent No. 6,582,262). 

Fukuda discloses an internal combustion engine (2) for an outboard motor (1) 
comprising an engine body (21 , 22, 23, 24) having at least an outer surface that defines 
an outer area next to thereto, an output shaft (3) extending generally vertically through 
the engine body, an air intake system (See Col. 5, line 64 through Col. 6, line 54) 
arranged to deliver air to a combustion chamber (27) of the engine, the air intake 
system having an intake valve (31a, 31b) movable between a closed position at which 
the air is not allowed to move to the combustion chamber and an open position at which 
the air is allowed to move to the combustion chamber, an exhaust system arranged to 
route exhaust gases in the combustion chamber to an external location of the engine, 
the exhaust system having an exhaust valve (33a, 33b) movable between a closed 
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position at which the exhaust gases are not allowed to move to the external location and 
an open position at which the exhaust gases are allowed to move to the external 
location (See Col. 5, line 50 through line 63), at least one camshaft (32a, 32b, 34a, 34b) 
actuating the intake valve or the exhaust valve, the camshaft extending generally 
vertically through the engine body and toward the outer area beyond the outer surface, 
a drive mechanism (51 ) arranged to drive the camshaft, at least a portion of the drive 
mechanism being disposed in the outer area, a hydraulically operated change 
mechanism (85a, 85b) arranged to change an angular position of the camshaft relative 
to the output shaft, and a control valve unit (84) configured to control the change 
mechanism, the control valve unit at least in part being disposed within the outer area 
(See Figs. 3-5); wherein the control valve unit is positioned generally at the same level 
as the drive mechanism from the outer surface; wherein the drive mechanism 
comprises a flexible transmitter (56) extends around the output shaft and the camshaft 
such that the output shaft drives the camshaft through the transmitter, the control valve 
unit is positioned generally at the same level as the transmitter; wherein the transmitter 
forms a loop, the control valve unit is disposed out of the loop (See Fig 4); the said 
engine additionally comprising a fluid passage through which a hydraulic working fluid 
moves between the control valve unit and the change mechanism, the engine body 
having a member (23) defining the outer surface, the member internally forms at least a 
portion of the fluid passage (See Figs. 5-7); wherein the camshaft actuates the intake 
valve; wherein the engine powers a marine propulsion device (13, 14, 15, 16); wherein 
the outer surface is a top surface of the engine body, and the outer area is a top area 
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that extends generally above the top surface; wherein the control valve unit comprises a 
spool valve (115) that has a longitudinal axis that extends generally horizontally along 
the outer surface. 

5. Claims 1-4, 8-11, 13-14, 15-16, and 18 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Katayama (US Patent No. 6,439,938). 

Katayama discloses an internal combustion engine (32) for an outboard motor 
(30) comprising an engine body (124) having at least an outer surface that defines an 
outer area next to thereto, an output shaft (118) extending generally vertically through 
the engine body, an air intake system (126, 128, 130, 140, 144) arranged to deliver air 
to a combustion chamber (110) of the engine, the air intake system having an intake 
valve (134) movable between a closed position at which the air is not allowed to move 
to the combustion chamber and an open position at which the air is allowed to move to 
the combustion chamber, an exhaust system arranged to route exhaust gases in the 
combustion chamber to an external location of the engine, the exhaust system having 
an exhaust valve movable between a closed position at which the exhaust gases are 
not allowed to move to the external location and an open position at which the exhaust 
gases are allowed to move to the external location (See Col. 7, line 33 through line 49), 
at least one camshaft (172, 174) actuating the intake valve or the exhaust valve, the 
camshaft extending generally vertically through the engine body and toward the outer 
area beyond the outer surface, a drive mechanism (186) arranged to drive the 
camshaft, at least a portion of the drive mechanism being disposed in the outer area, a 
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hydraulically operated change mechanism (240) arranged to change an angular position 
of the camshaft relative to the output shaft, and a control valve unit (246, 314) 
configured to control the change mechanism, the control valve unit at least in part being 
disposed within the outer area (See Figs. 2-5, 7, and 9); wherein the control valve unit is 
positioned generally at the same level as the drive mechanism from the outer surface; 
wherein the drive mechanism comprises a flexible transmitter (194) extends around the 
output shaft and the camshaft such that the output shaft drives the camshaft through the 
transmitter, the control valve unit is positioned generally at the same level as the 
transmitter; wherein the transmitter forms a loop, the control valve unit is disposed out 
of the loop (See Figs. 3-4); the said engine additionally comprising a fluid passage 
through which a hydraulic working fluid moves between the control valve unit and the 
change mechanism, the engine body having a member (108) defining the outer surface, 
the member internally forms at least a portion of the fluid passage (See Figs. 7, and 9); 
wherein the camshaft actuates the intake valve; wherein the engine powers a marine 
propulsion device (222, 232, 226, 228); wherein the outer surface is a top surface of the 
engine body, and the outer area is a top area that extends generally above the top 
surface; wherein the control valve unit comprises a spool valve (314) that has a 
longitudinal axis that extends generally horizontally along the outer surface. 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
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the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 



Allowable Subject Matter 

6. Claims 5-7, 12, and 17 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

- Hiroka et al. (US Patent No. 5,865,655). 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ching Chang whose telephone number is (703)306- 
3478. The examiner can normally be reached on M-Th, 7:00 AM -5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Denion can be reached on (703)308-2623. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Patent Examiner 
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